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IN THE CLAIMS 

Applicant is amending claim 57 bo that, after 
amendment, it will read as set forth in the clean version 
thereof which appears below. Applicant is enclosing a marked- 
up version of Claim 57, showing in bold type the changes which 
have been made to Claim 57 by this Amendment. 

57, (Amended) The logic of Claim 40, wherein the logic 
is further operable to generate a message to settle all of the 
financial transactions stored in the memory as a function of 
at least one of: the number of financial transactions in the 
memory, an aggregate value of the financial transactions in 
the memory, and the occurrence of a designated time. 

REMARKS 

Claim 57 has been amended. Claims 1-2, 4-6, 8-46, 
48, 50 and 52-59 are present in the application. In view of 
the remarks which follow, reconsideration is respectfully- 
requested. 

Amendment to Dependent Claim 57 

Claim 57 depended from Claim 33, but this was an 
inadvertent typographical error. In particular, Claim 57 
should have depended from Claim 40, in order to have a proper 
antecedent basis - for certain references in Claim 57 to 
previously- recited limitations, which appear in Claim 40. The 
foregoing amendment adjusts Claim 57 so that it depends from 
Claim 40, rather than Claim 33. This amendment is implemented 
to improve the form of Claim 57, and not to effect any 
alteration to the intended scope of Claim 57. 
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Functional Language 

Applicant's last Response pointed out that case law 
has established that functional claim language must be taken 
into account, and that the PTO is bound by and adheres to this 
requirement. In the Office Action (last paragraph on page 2 
and first paragraph on page 3), the Examiner, admits that this 
case law requires functional language to be taken into 
account, but asserts that this is only true for purposes of 
analyzing claims under 35 U.S.C. $112, and not for purposes of 
analyzing whether a claim is distinct from the prior art under 
35 U.S.C. $$102 and 103. In short, the Examiner asserts that 
even though functional language must be taken into account 
under §112, it must be ignored for purposes of 55102 and 103. 

Hypothetically, this means that if a claim has a 
functional limitation which is needed in order for its scope 
to be definite, then the claim has a definite scope for' 
purposes of 5112, but. an indefinite scope for purposes of 
$§102 and 103. This makes nc ; sense, and Applicant 
respectfully submits that the position taken in the Office 
Action is baseless. There is no statute or rule which 
authorizes the PTO to take a portion of a claim into account 
for purposes of §112 while ignoring the same portion of that 
-claim for purposes of SS102 and 103, such that the claim has 
one scope for purposes of $112 and an entirely different scope 
for purposes of $$102 and 103. Claim language which is taken 
into account for the purpose of analyzing a claim under $112 
is also taken into account for the purpose of analyzing that 
claim under $$102 and 103. Since the Examiner has admitted 
that case law and PTO policy require functional language to be 
taken into account for purposes of $112, there is no merit in 
the assertion that the same language can be ignored for 
purposes for $$102 and 103. 
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Independent Claim 1 

Claim 1 stands rejected under 35 U.S.C. $102 as 
anticipated by Weber U.S. Patent No. 5,889,863. This ground 
of rejection is respectfully traversed, for the following 
reasons . 

Claim 1 recites a processor which is operable to 
"determine whether the financial transaction involves a micro- 
payment' 1 , and then to handle the transaction in one of two 
different ways, depending on whether or not it was determined 
that the transaction should involve a micro -payment . The 
Examiner has noted that the Weber patent makes a vague 
reference to micro-payments. For example, at lines 24-28 in 
column 15, Weber states that a payment gateway has "support 
built in to accommodate future payment instruments such 
as . . . micro-payments". However, setting aside this type of 
extremely -vague reference to micro-payments, Weber does not 
provide any detailed disclosure of exactly how the use of 
micro-payments could actually be implemented. More important, 
Weber appears to have absolutely no disclosure of the concept 
of having a processor determine whether or not a particular 
financial transaction should involve a micro -payment, and then 
handling that financial transaction in one of two different 
ways, depending on whether or not the processor decided the 
transaction should involve a micro-payment. 

In explaining the rejection of Claim 1 based on 
Weber, the Examiner does not assert that Weber discloses the 
concept of having a processor determine whether or not a 
particular financial transaction should involve a micro- 
payment, and then handling that financial transaction in one 
of two different ways, depending on whether or not the 
processor decided the transaction should involve a micro- 
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payment. Instead, in the last paragraph on page €, the 
Examiner merely asserts that these limitations of Claim 1 are 
functional limitations which can be completely ignored for 
purposes of S102, even though the Examiner admits at the 
bottom of page 2 that the same limitations must be taken into 
account for purposes of $112. Applicant respectfully submits 
that these limitations cannot be ignored for purposes of S102, 
and that when these limitations are taken into account, they 
clearly distinguish Claim 2 from the Weber patent, because 
Weber does not disclose anything even remotely similar. 
Consequently, since Weber does not disclose each and every 
element recited in Claim 1, claim l is not anticipated by 
Weber under S102. Accordingly, Claim 1 is believed to be 
allowable, and notice to that effect is respectfully 
requested. 

Independent Claim 48 

Independent Claim 48 stands rejected under 35 U.S.C. 
S102 as anticipated by Weber. The reason given in the Office 
Action is the same reason given for the rejection of Claim 1 
based on Weber. This ground of rejection for Claim 48 is 
respectfully traversed, for the following reasons. 

Claim 48 recites a processor which is operable to 
determine "whether the financial transaction involves a micro- 
payment", and to then handle the financial transaction in one 
of two different ways, depending on whether or not it was 
determined that the transaction should involve a micro- 
payment, it is respectfully submitted that Claim 48 is 
patentably distinct from the Weber patent, for the same basic 
reasons discussed above with respect to Claim i. m 
particular, the Examiner does not demonstrate that Weber 
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actually discloses this distinct subject matter, but instead 
asserts that although the limitations in Claim 48 which recite 
this distinctive subject matter must be taken into account for 
purposes of 5112, these same limitations can be ignored for 
purposes for §102. Applicants respectfully submit that these 
limitations cannot be ignored for purposes of 5102 and that, 
when taken into account, they recite subject matter which is 
clearly not present in Weber. Weber thus does not disclose 
each and every element recited in Claim 48, and Claim 48 is 
therefore not anticipated by Weber under 5102.' Accordingly, 
Claim 48 is believed to be allowable, and notice to that 
effect is respectfully requested. 

Independent Claim 19 

Independent Claim 19 stands rejected under 35 U.S.C. 
5102 as anticipated by Elgamal U.S. Patent No. 6,138,107. 
This ground of rejection is respectfully traversed, for the 
following reasons. 

Claim 19 recites a method which includes 
"determining in an automated manner whether the financial 
transaction involves a micro -payment" . In Elgamal, the text 
at lines 21-31 in column 7 explains how Elgamal implements a 
micro -payment transaction. In particular, Elgamal explains 
that a customer (1) shops electronically through a network, 
(2) decides to buy a particular item, and (3) then decides 
whether or not he will pay for the item with his micro-payment 
Electronic Money Account £EMA) , rather than hie credit cards 
or a bank account. Elgamal goes on to explain exactly, how 
this micro-payment transaction is carried out. it should be 
noted that, once the customer makes the decision about whether 
or not the transaction should involve a micro-payment, the 
transaction is then carried out to conclusion in a pre-defined 
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manner without any computer making an automated determination 
about whether or not the transaction should involve a micro- 
payment . 

On page 4 of the Office Action, the Examiner asserts 
that "Elgamal teaches automated determination" of whether or 
not the transaction should involve a micro -payment. in 
support of this assertion, the Examiner goes on to make the 
further assertion that the "merchant" and the "customer" in 
Elgamal are each a software application program, because 
Elgamal refers (in lines 16 and 25 of column 8) to "a customer 
application 36" and "a merchant application 42^. Applicant 
respectfully traverses these assertions. In particular, 
Elgamal treats the "customer" and the "customer application 
3€" as separate and distinct, and also treats the "merchant" 
and the "merchant application 43" as separate . and distinct. 
The " customer n is a person, whereas the "customer application 
36 B is a- program used by the "customer". Similarly; the 
"merchant " is a person or persons, whereas the "merchant 
application 42" is a program used by the "merchant", Elgamal 
makes it clear {for example at lines 21-27 of column 7) that 
it is "customer" (rather than the "customer application 36") 
who "shops on the network and decides to buy an item!*, and who 
then makes the decision regarding whether or not the 
transaction will involve a micro-payment. This decision by 
the customer is. not automated. 

Thus, Elgamal does not appear to teach or suggest 
any type of automated determination of whether or not a given 
transaction should involve a micro -payment . Therefore, it is 
respectfully submitted that Elgamal does not disclose each and 
every feature recited in Claim 19, and that Claim 19 is thus 
not anticipated under §102 by Elgamal. Accordingly, Claim 19 
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±a believed to be allowable, and notice to that effect is 
respectfully requested. 

Independent Claim 33 

Claim 33 stands rejected under 35 U.S.C., $102 as 
anticipated by Elgamal. This ground of rejection is 
respectfully traversed. claim 33 recites logic which ie 
encoded in media and which ie operable to "determine whether 
the financial transaction involves a micro -payment 11 . As 
discussed above in association with Claim 19, Elgamal teaches 
that it is a person (namely the »■ customer") who makes the 
decision as to whether or not a transaction will involve a 
micro -payment, and Elgamal does not appear to teach any 
structure which is capable of making a determination of 
whether or not a particular financial transaction should 
involve a mi cro -payment . Therefore, it is. respectfully 
submitted "that Claim 33 is not anticipated by Elgamal under 
§102, because Elgamal does not disclose each and every feature 
recited in Claim 33. Claim 33 is therefore believed to be 
allowable, and notice to that effect ie respectfully 
requested. 

Dependent Claims 10, 24, 38 and 58 

Dependent Claims 10, 24, 36 and 58 each, recite that 
the determination of whether or not a financial transaction 
should involve a micro-payment is effected as a function of 
(1) whether the amount of the financial transaction ie below a 
predetermined threshold, (2) a frequency of such financial 
transactions, and/ or (3) an identify of the customer. The 
Examiner concedes that this subject matter is not disclosed in 
the Weber patent or in the Elgamal patent. Instead, the 
Examiner turns to the Dahlstrom article. In particular, 
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Claims 10 and 58 each stand rejected under 35 U.S.C. S103 as 
obvious in view of a combination of teachings from Weber and 
Dahlstrom, and claims 24 and 38 each stand rejected under 3S 
U.S.C. S103 as obvious in view of a combination of teachings 
from Elgamal and Dahlstrom. 

In setting forth these grounds of rejection in the 
Office Action, the Examiner relies on some quoted language, 
which the Examiner states is from page 2 of the Dahlstrom 
article. However, the quoted language does not appear 
anywhere within ■ the copy of the Dahlstrom article which the 
PTO previously prov ided to Applicant,, and in particular does 
not appear on page 2 thereof . The Examiner also quotes some 
other language, and indicates that it is from page 4 of the 
Dahlstrom article. However, the copy of the Dahlstrom article 
which the PTO previously provided to Applicant has only three 
pages, and thus does not have any page 4 . 

To facilitate resolution of these problems, 
Applicant is enclosing a courtesy copy of the three -page 
Dahlstrom article, as previously received from the PTO. Based 
on the statements in the office Action, it seems possible that 
the Dahlstrom article may actually have more than three pages, 
and that the PTO omitted some of these pages from the copy of 
-Dahlstrom which was previously sent to Applicant. However, in 
view of the format of the Dahlstrom article, including the 
fact that all of the pages are completely unnumbered, it is 
difficult or impossible to determine from the face of 
Applicant's copy whether portions are missing and, if so, how 
many pages are missing. The undersigned's staff cheeks 
references received with Office Actions, and will normally 
flag any such reference which appears on its face to be. 
incomplete. However, the copy of the Dahlstrom article which 
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Applicant received from the PTO does not give any obvious 
indication on its face that it may not be complete. 

To the extent that the. pending Office Action is 
relying on certain language quoted from Dahlntrom, which is 
not in Applicant's copy of Dahlstrom, Applicant respectfully 
submits that the Examiner has not carried the burden of 
providing Applicant with a copy of the Dahlstrom article which 
actually includes this specific language. Accordingly, until 
the Examiner cures this defect, it is respectfully submitted 
that the rejection of Claims 10, 24, 38 and 58 based on 
Dahlstrom is defective, and must be withdrawn. In the event 
the Examiner determines that the copy of the Dahlstrom article 
which was previously sent to Applicant is incomplete, and then 
decides to send Applicant a complete copy of Dahlstrom, it is 
respectfully requested that the Examiner restart the shortened 
statutory period for a response so that it begins on the date 
on which a complete copy of Dahlstrom is actually mailed to 
Applicant. 

For the reasons discussed above, it is respectfully, 
submitted that Claims 10, 24, 38 and 58 are each patantably 
distinct from Weber and Elgamal, even when either of these 
patents is considered in combination, with the copy of the 
Dahlstrom article which was previously sent to Applicant (and 
which does not include the particular language which the 
Examiner asserts is being quoted from Dahlstrom) . Claims 10, 
.24, 38 and 58 are thus believed to be allowable, and notice to* 
that effect is respectfully requested. 

Dependent Claims 

Claims 2, 4-6, 8-9, 11-18 and 55 aaeh depend from 
Claim 1, and are also believed to be allowable over the. art of 
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record, for example for the same reasons discussed above with 
respect to Claim 1. 

Claims 20-23, 25-32 and 56 each depend from 
Claim 19, and are also believed to be allowable over the art 
of record, for example for the same reasone discussed above 
with respect to Claim 19. 

Claims 34-37, 39-46 and 57 each depend from 
Claim 33, and are also believed to be allowable- over the art 
of record, for example for the same reasons discussed above 
with respect to Claim 33. 

Claims 50, 52-54 and 59 each depend from Claim 48, 
and are also believed to be allowable oyer the art of record, 
for example for the same reasons discussed above with respect 
to Claim 48. 

Conclusion 

•Based on the foregoing, it is respectfully submitted 
that all of the pending claims are fully allowable, and 
favorable reconsideration of this application is therefore 
respectfully requested. If the Examiner believes that 
examination of the present application may be advanced in any 
way by a telephone conference, the Examiner is invited to 
telephone the undersigned attorney at (214) 953-6684. 

Although Applicant believes that no additional fees 
are due, the Commissioner is hereby authorized to charge any 
fee required by this paper, or to credit any overpayment, to 
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Deposit Account No . 
Corporation. 



05-07S5 of Electronic Data Systems 



Respectfully submitted, 
BAKER BOTTS L.L.P. 
Attorneys for Applicant 
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Reg. No^30,222 
(214) 953-5S84 



Date: June 27 2003 

BAKER BOTTS L.L.P. 
2001 Ross Avenue 
Suite 600 
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Copy Of Dahlstrom article, as received 
from the PTO (3 sheets) 
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MARXBD-gP VERSION Qg CLAIM 57 

57. (Amended) The logic of Claim [33] 40 / wherein the 
logic -is further operable to generate a meseage to. settle all 
of the financial transactions stored in the memory as a 
function of at least one of: the number of financial 
transactions in the memory, an aggregate value of the 
financial transactions in the memory, and the occurrence of a 
designated time. 
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Payment Methods 

A number of different payment methods exist: 
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Credit cards: The credit card works similarly except the credit card company pays for your spending up to a limit At the end of t 
credit period, you pay the credit card company an agreed amounl of the credit used. 
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